TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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Andrew J. Keenan (the appellant) appeals fromthe fina
rejection of clainms 1-8, 10-14 and 18-24, the only clains
remai ning in the application.

We REVERSE and, pursuant to our authority under the
provisions of 37 CFR 8§ 1.196(b), enter new rejections of clains
1, 2 and 18 under 35 U.S.C. § 102(b) and clains 1-5, 12-14 and
18-24 under 35 U. S.C. § 103.

The references relied on by the exam ner are:

Pi ckett 4,111, 401 Sep. 5,
1978
Myers et al. (Myers) 5,202,132 Apr. 13,
1993

Addi tional references of record relied on by this nerits

panel of the Board are:?

H | sey 4,290, 246 Sep. 22,
1981
Col l'i ns 5, 404, 685 Apr. 11,
1995

(filed Aug. 31, 1992)

Claims 1, 2, 4-7 and 18 stand rejected under 35 U. S. C

2 "Al though no "Notice of References Cted by Exam ner"
(PT0-892) is present in parent application Serial No.
08/ 323,882, the references to Hlsey and Collins were
apparently made of record (but not relied on) in the Ofice
action dated July 14, 1995 (Paper No. 3) of the parent
appl i cation.
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8§ 103(a) as being unpatentabl e over Myers.
Clains 3, 8 10-14 and 19-24 stand rejected under 35
U S C
8 103(a) as being unpatentable over Myers in view of Pickett.
As a prelimnary nmatter, we base our understandi ng of the
appeal ed subject matter upon the following interpretation of
the term nology set forth in the clains (as they appear in the
appendi x to the brief). Wth respect to clains 13 and 14, in
lines 4 and 8 of claim13, and line 7 of claim14, we interpret
"mounting block” to be -- nmounting post --. Wth respect to

claim18, in lines 14 and 17 we interpret "the first nounting

post” to be -- the nounting post --; in lines 15 and 16 we
interpret "the first panel” to be -- the panel --; and in line
16 we interpret "the notch” to be -- the notch end --.

Each of the above-noted rejections is bottomed on the
exam ner's position that:

It . . . would have been obvious to one having
ordinary skill in the art to center Myers's [sic,
Myers'] panel section one [sic, on] the post section,
so that a nore aesthetically pleasing, physically

bal anced wal | section would be created; note that
centering the panel with respect to the post provides
a functionally equivalent wall structure, since the

I nterconnection of adjacent wall sections is not
affected by "shifting" the |ocation of the panel from
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an extrene left or right side to the center -- the

adj acent panels still interconnect in the required

t ongue- and- groove manner, and the resultant wal

still serves as a noise barrier. [Answer, page 5.]

W will not support the exami ner's position. Cbviousness
under 8 103 is a | egal conclusion based on factual evidence (In
re Fine, 837 F.2d 1071, 1074, 5 USPQ@d 1596, 1598 (Fed. G r
1988)) and it is well settled that, in order to establish a
prim facie case of obviousness, the prior art teachi ngs nust
be sufficient to suggest to one of ordinary skill in the art
maki ng the nodification needed to arrive at the clained
i nvention (see, e.g., Inre Lalu, 747 F.2d 703, 705, 223 USPQ
1257, 1258 (Fed. Cir. 1984)). The exam ner, however, has
provi ded no factual evidence whatsoever in support of the
position that it woul d have been obvious to center the wal
with respect to the nmounting post. As the court inlInre
Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968) stated: “A rejection based

on section 103 nust rest on a factual basis, and these facts
nmust be interpreted wi thout hindsight reconstruction of the
i nvention fromthe prior art. . . . [The exam ner] may not

resort to specul ati on, unfounded assunptions or hindsight
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reconstruction to supply deficiencies in . . . [the]

factual basis.” As to the exam ner's contention that the
proposed nodi fication would provide a "functionally equival ent”
wal | structure, it is well settled that equival ency does not
establ i sh obviousness. See In re Scott, 323 F.2d 1016, 1019-
20, 139 USPQ 297, 299-300 (CCPA 1963) and In re Flint, 330 F.2d
363, 367-68, 141 USPQ 299, 302 (CCPA 1964).

Wth respect to clains 3, 8, 10-14 and 19-24, we have
carefully reviewed the teachings of Pickett but find nothing
therein which woul d overcone the deficiencies of Myers that we
have noted above.

Bot h of the above-noted rejections are reversed.

Under the provisions of 37 CFR § 1.196(b) we make the
foll om ng new rejections:

Clainms 1, 2 and 18 are rejected under 35 U.S.C. § 102(hb)
as being anticipated by Hlsey. Initially we note that the
term nology in a pending application's clains is to be given
its broadest reasonable interpretation (In re Mrris, 127 F. 3d
1048, 1056, 44 USPQR2d 1023, 1028 (Fed. Cr. 1997) and In re

Zletz, 893 F.2d 319, 321, 13 USP2d, 1320, 1322 (Fed. Cr
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1989)) and |imtations froma pending application's
specification will not be read into the clainms (Sjolund v.

Musl and, 847 F.2d 1573, 1581-82, 6 USPQR2d 2020, 2027 (Fed. Cir
1989)). Moreover, anticipation by a prior art reference does
not require either the inventive concept of the clainmed subject
matter or the recognition of inherent properties that nay be
possessed by the prior art reference. See Verdegaal Bros.,
Inc. v. Union G| Co., 814 F.2d 628, 633, 2 USPQ2d 1051, 1054
(Fed. Cir. 1987). A prior art reference anticipates the
subject matter of a claimwhen that reference discloses every
feature of the clained invention, either explicitly or

I nherently (see Hazani v. Int’|l Trade Conmin, 126 F.3d 1473,
1477, 44 USPQd 1358, 1361 (Fed. Cir. 1997)); however, the |aw
of anticipation does not require that the reference teach what
the appellant is claimng, but only that the clains on appea
"read on" sonething disclosed in the reference (see Kal man v.

Ki mberly-Clark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789
(Fed. Cir. 1983)). It is also well settled that if a prior art
devi ce inherently possesses the capability of functioning in

t he manner cl ai ned, anticipation exists regardl ess of whether



Appeal No. 98-2122 Page 7

Application No. 08/ 607, 886

there was a recognition that it could be used to performthe
clained function. See, e.g., In re Schreiber, 128 F.3d 1473,
1477, 44 USPQ2d 1429, 1431-32 (Fed. Gr. 1997). Note also
LaBounty Mg. v. Int’l Trade Commin, 958 F.2d 1066, 1075, 22
UsP@d 1025, 1032 (Fed. Cir. 1992).

Here, Hilsey discloses a wall including first and second
panels (see, e.g., Figs. 1 and 2) which are assenbled in a
fashion simlar to a tongue and groove structure (see Figs. 2,
7 and 9a; col. 2, lines 5-7). The panel nenbers are provided
with a grid-work of enbedded reinforcing bars or rods placed on
approximately 14 inch centers (see col. 5, lines 11-14), which
grid-work would include both vertical and horizontal bars.

Noti ng that independent clains 1 and 18 set forth that the
nounting post may be one tines the width of the panel (i.e.,
the sane width as the panel), the end of the panel containing
the groove and at |east one vertical reinforcing rod can be
consi dered to be the "nmounting post” as broadly clained. As to
the limtation that the wall is a "noise abatenment” wall, the
wal | of Hilsey clearly has the capability of being used as a

noi se abatenent wall (see In re Schreiber, supra) and whet her
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H | sey's wall actually is or mght be used as such a wal
depends upon the performance or non-performance of a future act
of use, rather than a structural difference in the clains.
Stated differently, the wall of Hi|sey would not undergo a

nmet anor phosis to a new wall sinply because it was used as a

noi se abatenent wall. See In re Pearson, 494 F.2d 1399, 14083,
181 USPQ 641, 644 (CCPA 1974) and Ex parte Masham 2 USPQRd
1647, 1648 (Bd. Pat. App. & Int. 1987).

As to the Iimtation in claim18 that the panel and
nmounting post are vertically cast, claim18 is directed to a
product (i.e., a wall section), and not to the nmethod of naking
the product. Thus, notw thstandi ng the "product-by-process”

recitation of "vertically cast,” the determ nation of the
patentability of claim 18 is based on the wall section itself.
That is, the wall section defined by claim 18 is anticipated if
it is the sane as the wall section of Hilsey, even if Hilsey's
wal | section was nade by a different process. See In re
Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985).
Clainms 19-22 are rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Hlsey. Wth respect to the enbodi nent of
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Fig. 14a, Hilsey states that the panels may al so include
internal reinforcing in the formof "nmetallic nmesh” which is
"simlar to netal fencing material” (col. 11, lines 39-42).
Noti ng that the issue of obviousness is not only determ ned by
what the references expressly state but also is determ ned by
what they would fairly suggest to those of ordinary skill in
the art (see, e.g., Inre Delisle, 406 F.2d 1386, 1389, 160

USPQ 806, 808-09 (CCPA 1969) and In re Bozek, 416 F.2d 1385,

1390, 163 USPQ 545, 549-50 (CCPA 1969)), we are of the opi nion

that this disclosure by H | sey woul d have fairly suggested

wi re" reinforcenment as clai nmed.

Clainms 1-5, 12-14 and 18-24 are rejected under 35 U. S. C
8 103 as being unpatentable over Myers in view of Collins. As
set forth on pages 4 and 5 of the answer, Mers discloses sub-
stantially all the limtations set forth (including a nounting
post having a notch to receive the notch end of the panel so as
to forma tongue and groove-type connection wherein the width

of the nounting post relative to the wdth of the panel is

within the clained range - see Figs. 5 and 6)® with the

3 See Ex parte Lee, 31 USPQ2d 1105, 1106 (Bd. Pat. App. &
Int. 1993) and Titanium Metals Corp. of America v. Banner, 778
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exception of the panel being centered with respect to nounting
post. Collins, however, teaches a wall structure (col. 1, line
67) having a nmounting post 30 and a panel 20 wherein the notch
end of a panel is received in a notch in the nounting post so
as to forma tongue and groove-type connection. Collins also
teaches that the panel should be centered with respect to the
nounting post (see, e.g., Fig. 5). The width of the nounting
post relative to the wdth of panel (like the primary reference
to Myers) appears to be within the clained range (see Figs. 5
and 11). A conbi ned consideration of Myers and Collins would
have fairly suggested to the artisan to nodify the appearance
of Myers' wall (wherein the center of the panel is offset from
the center of the nounting post such that the nounting post and
panels are flush on one side and the nounting posts protrude on

the other side) in order to achieve a nore traditional fence-

F.2d 775, 782, 227 USPQ 773, 779 (Fed. Cr. 1985): “It is also
an elenmentary principle of patent |aw that when, as by a
recitati on of ranges or otherw se, a claimcovers severa
conmpositions, the claimis “anticipated if one of themis in
the prior art.” Note also the court’s analysis inlInre
Wodruff, 919 F.2d 1575, 1578, 16 USPQRd 1934, 1936-37 (Fed.
Cir. 1990) concerning the need to show criticality for a
claimed range in order to establish obviousness. Here, page 6
of the specification nerely indicates that the range is
preferred.
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| i ke appearance (wherein the centers of the nounting post and
panel are aligned such that the nounting posts protrude from
bot h sides, thus creating a uniform appearance when viewed from
ei ther side) as taught by Collins.

Apparently anticipating a rejection based upon the
conbi ned teachings of Meyers and Collins (a rejection which, as
we have noted above, was never made, the appellant in the
parent application argued that:

Assum ng for the sake of argunent, that Collins
is applied to the clains in singly or in conbination
with Myers et al., applicant's invention is still not
taught. Firstly, Collins has a post with two panels
nount ed on each side thereof. The panels nust then
be clipped to the post with additional devices 40.
Such devices 40 of Collins are not required or used
by either Myers et al. or applicant. Secondly, to
use such devices woul d destroy the function of both
Myers et al. wall and applicant's wall. Devices 40,
41, 42 and 43 alone renders Collins inapplicable to
applicant's wall.

Furthernore, devices 40 et al. alone nmitigate
agai nst the conbination of Myers et al. and Collins.
The Collins post is hollow stands al one, and
receives a panel on each side. Mers et al. has a
post incorporated in the panel. Modifying either
structure to incorporate the other would destroy
their function.

Even assum ng for the sake of argument that the
conbi nation of Myers et al. and Collins is possible,
applicant's invention still is not taught. No
ref erence or reasonabl e conbi nation thereof shows
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applicant's coplanar, single unit, post and pane

conbi nation being assenbled into a wall. [See page

11 of the anmendnent filed on Septenber 25, 1995

(Paper No. 5) of the parent application.]

We are unpersuaded by the appellant's argunents. In order
to establish obviousness under 8 103, it not necessary that al
of the features of the secondary reference be bodily
i ncorporated into the primary reference (see In re Keller, 642
F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981)) and the artisan
is not conpelled to blindly follow the teaching of one prior
art reference over the other w thout the exercise of
i ndependent judgnent (Lear Siegler, Inc. v. Aeroquip Corp., 733
F.2d 881, 889, 221 USPQ 1025, 1032 (Fed. Cir. 1984)). Here,
the secondary reference to Collins is nerely being used as a
suggestion to center the panel relative to the nounting post as
cl ai nmed.

In sunmary:

The examner's rejections of clains 1-8, 10-14 and 18-24
under 35 U. S.C. 8§ 103(a) are reversed.

New rejections of clains 1, 2 and 18 under 35 U S. C. 8§
102(b) and clains 1-5, 12-14 and 18-24 under 35 U.S.C. § 103

have been nmade.
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Thi s deci si on contai ns new grounds of rejection pursuant
to 37 CFR 8§ 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)). 37
CFR 8 1.196(b) provides that, “A new ground of rejection shal
not be considered final for purposes of judicial review”

37 CFR 8§ 1.196(b) also provides that the appellant, WTH N

TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

the following two options with respect to the new grounds of
rejection to avoid term nation of proceedings (8 1.197(c)) as

to the rejected cl ai ns:

(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

REVERSED
37 CFR § 1.196(b)
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JOHN F. GONZALES
Adm ni strative Patent Judge

JAMES M MEl STER )
Adm ni strative Patent Judge )
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